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REMARKS /ARGUMENTS 



Claims 45, 46, 49-52, 54-57, 59, 60 and 68-76 are pending in this application. 

Claims 72 and 76 stand rejected under 35 U.S.C. § 112, first paragraph. The 
Office Action asserts that Figure 8 and pages 9-10 of the Specification indicate that "[T]he 
specification does not specify another dielectric." (Office Action at 2). The Office Action 
concludes that claims 72 and 76, which define the first and second dielectric materials as 
being different, "would be new matter." (Office Action at 2). 

The Applicant is surprised by the inexplicable failure of the Office Action to 
recognize and accept that the specification satisfies the description requirement of 35 
U.S.C. § 112, first paragraph, and that the subject matter of claims 72 and 76 does not 
contain new matter. The Office Action continues to mistakenly assert that "[T]he 
'different' dielectric material is not clearly specified as to enable any person skilled in the art 
to make the invention." (Office Action at 2). In this respect, the Office Action grossly 
disregards the "adequate description" sufficiency test delineated by courts analyzing 
compliance with the requirements of 35 U.S.C. § 112, first paragraph. 

The Court of Customs and Patent Appeals and the Federal Circuit unanimously 
agree that "the disclosure need only reasonably convey to persons skilled in the art that the 
inventor had possession of the subject matter in question." See Fujikawa v. Wattanasin , 93 
F.3d 1559, 1570 (Fed. Cir. 1996); See also In re Alton , 76 F.3d 1168, 1175 (Fed. Cir. 
1996) ("If a person of ordinary skill in the art would have understood the inventor to have 
been in possession of the claimed invention at the time of filling, even if every nuance of 
the claim is not explicitly described in the specification, then the adequate written 
description requirement is met."); Monsanto Co. v. Mycogen Plant Science, Inc. , 61 F. 
Supp. 2d 133, 188 (D. Del. 1999) ("The applicant need not describe the subject matter 
claimed in exact terms."). 
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Accordingly, courts have consistently held that the test for sufficiency of the 
written description is whether the disclosure of the application relied upon "reasonably 
conveys to the artisan that the inventor had possession at that time of the later claimed 
subject matter." Ralston Purina Co. v. Far-Mar-Co. , 772 F.2d 1570, 1575 (Fed. Cir. 
1985) (quoting In re Kaslow , 707 F.2d 1366, 1375 (Fed Cir. 1983)). To satisfy the 
description requirement, "an application must contain sufficient disclosure, expressly or 
inherently, to make it clear to one skilled in the art that the patentee was in possession of 
the claimed subject matter at the time of the filling of the application." Plastic Container 
Corp. v. Continental Plastics of Oklahoma, Inc. , 607 F.2d 885, 886 (10 th Cir. 1979) 
(emphasis added). More importantly, "[T]he law . . . does not require ... an example to 
satisfy the written description requirement." Flehmig v. Giesa , 13 USPQ2d 1052 (Bd. Pat. 
App. & Int'f 1989). For example, "[T[he generic term 'halogen' comprehends a limited 
number of species, and ordinarily constitutes a sufficient written description of the common 
halogen species." Ri gham v. Go dtfredsen, 857 F.2d 1415, 1417 (Fed. Cir. 1988). This is 
because a structure or process not explicitly described may meet the reasonable conveyance 
standard if it is "inherent" in what is described. Standard Oil Co. v. Montedison, S.p.A. T 
494 F. Supp. 370, 206 USPQ 676 (D. Del. 1980). In Standard Oil , Judge Wright 
specifically emphasized that "patent entitlement is based on scientific skill and diligence and 
not on the ability to manipulate English synonyms .... Legal equivalence, or inherency, 
may be established either by direct meaning of the language or by inferences drawn from 
the terms of the initial disclosure." Standard Oil Co. , 494 F. Supp. at 384. 

In the present case, the specification reasonably conveys to one skilled in the art 
that the Applicant had possession at the time of filing of the subject matter of claims 72 and 
76. As noted previously during the prosecution of the present invention, the present 
invention is not limited to the use of silicon oxide as the material for the first and second 
dielectrics, and a variety of other "suitable" dielectric materials could be used also. For 
example, the "Summary" part of the application mentions that "[A]fter the ions are 
implanted . . . the remainder of the trench can be filled with the same or another dielectric 
material." (Application at 3, lines 19-21). 
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Accordingly, in view of Flehmig and Bigham , the fact that Applicant discloses 
silicon dioxide as a first dielectric and then discloses "another dielectric material" (i.e., a 
dielectric material other than silicon dioxide) satisfies the reasonable conveyance test 
articulated by courts. The assertion of the Office Action that "the identity of the other 
dielectric material must be clearly disclosed rather than kept secret" (Office Action at 6) is a 
clear misunderstanding and misinterpretation of the law. As the law does not require a 
particular example to satisfy the requirements of the 35 U.S.C. § 112, first paragraph, and 
as the term "another dielectric material" encompasses as limited number of species, the 
subject matter of claims 72 and 76 is disclosed in the specification and it is not new matter. 

Claims 45, 46, 49-52, 54-57, 59, 60, 68-70, 72-74 and 76 stand rejected under 
35 U.S.C. § 103 as being unpatentable over Schuegraf et al. (U.S. Patent No. 5, 702, 976) 
("Schuegraf) in view of Jeng (U.S. Patent No. 5, 492, 853) ("Jeng v 853"). The Office 
Action asserts that the claimed first dielectric material reads on dielectric film 24 of Figure 
3D of Schuegraf and that the claimed second dielectric material reads on dielectric material 
26 of the same Figure. (Office Action at 3). The claimed "ions" also "read on subportions 
of a doped substrate 10 under trench dielectric 24." (Office Action at 3). Thus, as stated 
in the Office Action, the claimed ions do not distinguish over the ions in a doped substrate 
10. (Office Action at 3). 

The rejection is traversed. Schuegraf discloses trenches which are "refilled with a 
dielectric material" with low dielectric constant. (Col. 3, lines 61-62). However, none of 
these trenches have a first and a second areas which are filled with corresponding dielectric 
materials, as independent claim 68 of the present invention recites. Moreover, Schuegraf 
does not teach or suggest an ion implanted region directly below the second dielectric area. 
Schuegraf is also silent about any ions from said ion implanted region "being displaced 
away from said separated active regions," as independent claim 68 recites. In fact, 
Schuegraf does not even mention the existence of active regions in the "Detailed 
Description" or illustrate any such active regions in the "Drawings." Schuegraf is further 
silent about ions which are "displaced away from said active regions by a distance at least 
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equal to a sidewall thickness of said first area filled with said first dielectric material," as 
independent claim 73 recites. Schuegraf does not have any discussion of ion implantation 
below a trench, much less of the recited spacing of the implanted regions. 

The Examiner's reliance upon Jeng v 853 is misplaced. Jeng v 853 does not 
disclose either a trench isolation structure with "a first area filled with a first dielectric 
material . . . and a second area filled with a second dielectric material" or ion implantation 
directly below the second area with substantially all ions displaced away from active regions. 
Jeng v 853 discloses only a trench having an oxide layer 54 (Figure 6) located at the bottom 
of the trench and a conductive layer 60 (Figure 6) in direct contact with the oxide layer 54. 
Thus, there is no teaching or suggestion in either of these two references, either 
independently or combined, for the subject matter of claims 45, 46, 49-52, 54-57, 59, 60, 
68-70, 72-74 and 76. 

Claims 45, 46, 49-52, 54-57, 59, 60, 68-71, and 73-75 stand rejected under 35 
U.S.C. § 102 as being anticipated by either Jeng (U.S. Patent No. 5, 706, 164) ("Jeng 
v 164") or Narita (U.S. Patent No. 5, 859, 451). With respect to Figure 12 of Jeng 164, 
the Office Action asserts that the claimed first and second dielectric materials read on 
subpotions of dielectric layer 7 and that the claimed ions read on subportions of P type 
substrate 1 under dielectric layer 7. (Office Action at 3). With respect to Figure 1 of 
Narita, the Office Action notes that the claimed first and second dielectric materials read on 
subportions of the field oxide 14. (Office Action at 4). 

The rejection is traversed. Jeng v 164 does not disclose any of the limitations of 
the claimed invention. Jeng v 164 teaches only a method for increasing the surface area of a 
stacked capacitor by using an elevated trench isolation structure (Col. 2, lines 19-24). Jeng 
"164 does not disclose or even mention an isolation trench with two dielectric material 
areas. The only dielectric material disclosed by Jeng v 164 is the TEOS oxide layer 7 which 
completely fills trench 6. (Col. 3, lines 48-50). Jeng v 164 does not disclose "an ion 
implanted region below" the second area, with substantially all implanted ions being 
displaced away from separated active regions, as independent claim 68 recites. The only 
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mention to ion implantation in Jeng v 164 is the doping of polysilicon via ion implantation, 
as a well-known method. (Col. 3, lines 25-30). As it is obvious from Figure 12 of Jeng 
v 164, however, the subportions of the p-type substrate 1 under the dielectric layer 12 do 
not contain implanted ions displaced away from separated active regions. Further, in Jeng 
v 164, the subportions of the p-type substrate 1 under the dielectric layer 12 are not 
displaced away from separated active regions by a distance at least equal to a sidewall 
thickness of said first area," as independent claim 73 recites. Accordingly, the claimed 
invention is not anticipated by Jeng under § 102. 

Similarly, the subportions of the field oxide 14 of Figure 1 of Narita are not part 
of any isolation trench. In fact, Narita is silent about the existence of an isolation trench in 
a semiconductor substrate. Further, as illustrated in Figures 1-2, the subportions of the 
field oxide 14 are in direct contact with gate electrode (word line) 26, and thus not 
separating active regions, as independent claims 68 and 73 recite. Moreover, Narita does 
not disclose first and second areas which are respectively filled with a first and second 
dielectric material, and with substantially all implanted ions displaced away from the 
separated active regions, as independent claims 68 and 73 recite. Accordingly, the claimed 
invention cannot be and is not anticipated by Narita under § 102. 

Claims 46, 49-52, 54, 55, 57, 59, 60, 68-71, and 73-75 stand rejected under 35 
U.S.C. § 102 as being anticipated by Kohara et al. (U.S. Patent No. 4, 799, 093) 
("Kohara"). The Office Action asserts that the claimed first and second dielectric materials 
read on subportions of oxide layer 2 of Figure 2C of Kohara and that the claimed ion 
implanted region reads on region 3 adjacent subportions of region 1. (Office Action at 4). 

This rejection is also traversed. Kohara discloses neither areas filled with 
dielectric materials nor an ion implanted region formed directly below them and as part of a 
field isolation region, as independent claims 68 and 73 recite. Kohara teaches a method for 
reducing the surface area of a memory cell by employing a superposed capacitor. (Col. 1, 
line 68; Col. 2, lines 1-3). In Kohara, the oxide layer 2 of Figure 2C does not comprise a 
first and second area filled with a first and second dielectric material. In Kohara, the oxide 
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layer 2 is not part of an isolation trench and, thus, the p+ layer 3 cannot be an implanted 
region formed below an isolation trench, as claims 68 and 73 recite. Accordingly, none of 
the limitations of the present invention are described or mentioned in Kohara and, thus, 
the present invention is not anticipated. 

Claims 45, 49-52, and 68-71 stand rejected under 35 U.S.C. § 102 as being 
anticipated by Kooi et al. (U.S. Patent No. 3, 755, 001) ("Kooi"). The Office Action 
asserts that the claimed first and second dielectric materials read on subportions of oxide 5 
of Figure 8 or oxide 29 of Figure 10 and that the claimed ion implanted region reads on 
zone 6 of Figure 8 or zone 28 of Figure 10. (Office Action at. 4). 

The rejection is traversed. Kooi does not disclose an isolation trench or "a 
second area filled with a second dielectric material" situated within sidewalls of "a first area 
filled with a first dielectric material," as independent claims 68 recite. Further, Kooi does 
not disclose u an ion implanted region . . . below said second area," as claim 68 also recites. 
Kooi is also silent about ion displacement, which is a limitation of claim 68 of "substantially 
all ions from said ion implanted region being displaced away from said separated active 
regions." As shown in Figures 8 and 10 of Kooi, the ion implanted regions 6 and 28 are in 
contact with the dielectric materials 5 and 29, respectively, but these dielectric materials 
are simply not part of an isolation trench, as independent claim 68 recites. Accordingly, the 
present invention is not anticipated by Kooi. 

Claims 45, 49-52, and 68-71 stand rejected under 35 U.S.C. § 102 as being 
anticipated by Doo (U.S. Patent No. 3, 386, 865) ("Doo"). The Office Action mentions 
that, with respect to Figures 5 and 6 of Doo, the claimed first and second dielectric 
materials read on subportions of oxide 6, and that the claimed ion implanted region 
comprises region 9. (Office Action at 5). 

This rejection is also traversed. Doo teaches a method of making planar 
semiconductor devices isolated by encapsulating oxide filled channels. (Col. 1, lines 2-4). 
As such, Doo discloses "isolating channels of the encapsulating Si0 2 " below which "p+ 
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regions of semiconductor material" are disposed (Col. 3, lines 68-75), to provide heat 
dissipation. (Col. 5, line 21). Doo, however, does not disclose a first and second areas 
filled with a first and second dielectric material, or "an ion implanted region" with ions 
which are displaced away from separated active regions," as independent claim 68 recites. 
In Figures 5 and 6 of Doo, the p+ region 9 is in contact with the Si0 2 filled channel 6, but 
such Si0 2 filled channel is not part of an isolation trench, as claim 68 recites. Thus, Doo 
does not anticipate the claimed invention. 

Claims 49-52 and 68-71 stand rejected under 35 U.S.C. § 102 as being 
anticipated by Mastroianni et al. (U.S. Patent No. 4, 443, 932) ("Mastroianni"). The 
Office Action asserts that the claimed first and second dielectric materials read on 
subportions of isolation region 125 of Figure 3 J and that the claimed ion implanted region 
reads on a subportion of channel stop region 102 of Figure 3 J. (Office Action at 5). 

This rejection is also traversed. Figure 3 J of Mastroianni does not show or 
suggest "a second area filled with a second dielectric material" situated within the sidewalls 
of "a first area filled with a first dielectric material" or "an ion implanted region . . . below 
said second area," as independent claim 68 recites. Mastroianni is also silent about ion 
displacement from the separated active regions, as independent claim 68 recites. Again, as 
in the above-traversed rejections, the channel stop region 102 of Figure 3J of Mastroianni 
is indeed below the oxide isolation region 125 of the same Figure, but such isolation 
region is not part of an isolation trench having two areas filled with two dielectric materials. 
Thus, the claimed invention is not anticipated by Mastroianni. 

Claims 45, 49-52, and 68-71 stand rejected under 35 U.S.C. § 102 as being 
anticipated by Custode et al. (U.S. Patent No. 4, 990, 983) ("Custode"). With reference 
to Figures 1 and 13 of Custode, the Office Action mentions that the claimed first and 
second dielectric materials read on the field oxide 34 while the claimed ion implanted 
region comprises regions 13 and 49. (Office Action at 5). 
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This rejection is again traversed. Custode discloses a field oxide region under 
which a heavily doped region is formed to increase threshold voltages. (Col. 1, lines 29- 
34). As such, a "heavily doped (degenerate) p+ region 13" is formed immediately beneath 
"thin oxide notched regions 11," which is part of a field oxide 34 (Col. 4, lines 19-23; 
Figure 13), but which is not part of an isolation trench having two areas filled with two 
dielectric materials. Custode does not disclose "an ion implanted region . . . below said 
second area" with "substantially all ions" from the ion implanted region being "displaced 
away from said separated active regions," as independent claim 68 recites. Further, while 
the claimed invention is directed to an ion implanted region as part of a field isolation 
region, the heavily doped (degenerate) p+ region 13 of Custode is not part of a field 
isolation region. Thus, again, the present invention is not anticipated by Custode. 

Finally, claims 46, 49-52, 54, 55, 57, 59, 60, 68-71, and 73-75 stand rejected 
under 35 U.S.C. § 102 as being anticipated by Joo et al. (U.S. Patent No. 5, 841, 163) 
("Joo"). The Office Action asserts that the claimed first and second dielectric materials 
read on the field oxide layer 65 of Figure 15 of Joo, while the claimed ion implanted region 
comprises layer 68. (Office Action at 5). 

This rejection is also traversed. Joo teaches a method for fabricating a memory 
cell by employing a first and second field insulation layers coupled with a first and second 
channel stop impurity layers. (Col. 3, lines 38-48). For example, Joo discloses that 
impurity ions are implanted below the second field oxide layer and are diffused by a thermal 
process to form a first channel stop impurity layer. (Col. 6, lines 1-3). However, Joo does 
not disclose first and second areas filled with first and second dielectric materials, or an ion 
implanted region below the second area, or that substantially all ions in the implanted 
region are displaced away from the separated active regions, as independent claims 68 and 
73 recite. Joo also fails to disclose or suggest the ion spacing limitations recited in claims 
68 and 73. Accordingly, the present invention is not anticipated by Joo. 

In view of the above, each of the presentiy pending claims in this application is 
believed to be in immediate condition for allowance. Accordingly, the Examiner is 
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respectfully requested to withdraw the outstanding rejection of the claims and to pass this 
application to issue. 



Dated: November 7, 2001 




Thomas J. D'Amico 

Registration No.: 28,371 

DICKSTEIN SHAPIRO MORIN & 
OSHINSKY LLP 

2101 L Street NW 

Washington, DC 20037-1526 

(202) 828-2232 

Attorney for Applicant 
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